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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20080301 



Application/Control Number: 1 0/51 7,11 4 Page 2 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed on 10/08/2007 have been fully considered but they 
are not persuasive. 

(I) Applicant's First argument: 

In response to applicant's remark on pages 6-7, Applicant argues that Examiner 
has fails to establish a prima facie case of obviousness to combine Johansson in view 
of Hahn, and Applicant also argues that Hahn fails to teaches automatically content 
downloading into a communication device via a second network as recited in claims 1, 
5, and 7- 8. 

In response to applicant's arguments, Examiner respectfully disagrees with the 
applicant's argument. It appears Applicant is attacking individual merits of Johansson 
and Hahn and concludes that there is no impetus to combine them. However, the 103 
rejection is in consideration the combination of references as a whole. One cannot 
show non-obviousness by attacking references individually. In re Keller . 208 USPQ 871 
(CCPA 1 981 ). The test for obviousness is not whether features of one reference may 
be bodily incorporated into the other to produce claimed subject matter but simply what 
the combination of references makes obvious to one of ordinary skill in pertinent art. ]n 
re Bozek . (CCPA) 163 USPQ 545. The question in a rejection for obviousness on a 
combination of references is what secondary reference would teach one skilled in the 
art and not whether its structure could be bodily substituted in basic reference structure. 
In re Richman . 165 USPQ 509 (CCPA 1970). In this regard, the intent of Hahn as a 
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secondary teaching is not to combine its structural features into Johansson's structural, 
but rather to use the teaching of Hahn to combine with teaching of Johansson to meets 
the claimed invention. Therefore, there is an existing a strong prima facie case of 
obviousness under 35 U.S.C 103, and proper to combine Johansson and Hahn. 
Furthermore, Hahn also teaches automatically content downloading into a 
communication device via a second network (see figure 1, second network WLAN, the 
mobile phone 7 download the data from the internet via a second network WLAN, 
[0023]). 

(II) Applicant's Second argument: 

In response to applicant's remark on page 6, Applicant argues that the claimed 
invention is directed to management of data and application in a SIM card, the SIM card 
in a mobile phone automatically begin downloading. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., SIM card in a mobile phone automatically begin downloading) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

For the reasons above, the 103 rejections as set forth in the last Office Action 

stand. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 

various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the 

obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 

claim that was not commonly owned at the time a later invention was made in order 

for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 

U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1-3. and 5-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johansson (Pub. No.: US 2001/0015977) in view of Hahn (Pub. 
No.: US 2004/0166843). 

Regarding claims 1. 5. 7. and 8 . Johansson teaches a communication device, a 
server, a computer program, and an integrated circuit card being arranged to 
communicate with a server (see figure 1 , SMS-C server 30) via a first communication 
network (GSM network) and to communicate with the server via a second 
communication network (GPRS network) wherein the communication device comprises 
functionality to: 
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receive a management request instruction from tlie server via tlie first 
communication network (see figure 1 , mobile 20 receive SMS from the SMS server 30 
via GSM networl^, [0043-0051]), and 

execute the management request instruction (see [0043-0051], the mobile 20 
execute an application to extract an activation code) which cause the communication 
device to request the server to effect an operation in the communication device via the 
second communication network (see [0043-0051], if the activation code is found, mobile 
20 effect a push operation for receiving packet data via the GPRS network from the 
push server 50). 

It should be noticed that Johansson fails to teach automatically content 
downloading into a communication device via a second network. However, Hahn 
teaches such features (see figure 1 , second network WLAN, the mobile phone 7 
download the data from the internet via a second network WLAN, [0023]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teaching of Hahn into view of Johansson 
in order to prevent the data loss when the handover occurs as suggested by Hahn at 
[0033]. 

Regarding claims 2 and 6, Johansson further teaches the GSM network and a 
GPRS network (see figure 1, GSM and GPRS). 

Regarding claim 3, Johansson further teaches SMS (see [0045]). 
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Regarding claims 9-12, Hahn further teaches the first and the second 
communication networks are wireless communication networks (see figure 1 , first 
wireless network 2, second wireless network 3). 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johansson (Pub. No.: US 2001/0015977) in view of Hahn (Pub. No.: US 
2004/0166843) as applied to claim 1 above, and further in view of Emmerson et al. 
(U.S. Pub. No.: 2002/0183045. hereinafter. "Emmerson"). 

Regarding claim 4, Johansson and Hahn, in combination, but fails to discloses 
security protocol. However, Emmerson teaches such features (see [0044]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teaching of Emmerson into view of 
Johansson and Hahn in order to protect the information downloaded from the network to 
the wireless device. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan A. Pham whose telephone number is 
(571 ) 272-8097. The examiner can normally be reached on Monday through Friday, 
8:30 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Anderson can be reached on (571) 272-4177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.qov . Should 
you have question on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Art Unit 2618 
March 1,2008 
Examiner 

/TUAN A PHAM/ 

Tuan Pham 
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